Haynes and Boone, LLP 7/27/2005 10:43 PAGE 4/25 Richardson 



Aj^. No. a9i762»99l Attonwy DcxteiNo. RR2606 (2217L240) 

RcplytoOCRce Action ofMiV 31, 2005 CurtomorNo. 27683 

REMARKS 

Qaittu 4, 6-12 and 14-21 are present in tlie application. In view of the remarks that 
follow, Applicania respertfUty request reconsideraticm of the application, 

Allowablfl SubiBct Matter 

Noted with appreciation is the indication in the Office Action that Claims 9, 12, 14 and 
16-2! have been allowed. 

Premature Finality 

Applicants respectfully traverse (he finality of the Office Action. More qteetfically, 
MFEP 706.07(a) qwdfi^ that an Office Action shall not be final: 

where the exanuner introduces a new ground of rejection tfiat is 
neither necessitated by applicant's amendment of the claims nor 
based on information submitted in an information disclosure 
statement filed duringtheperiodset finlh in 37 CFR 1.97(c) with 
tbefce8Ctfbrthin37 CFR1.17(p). 

The remaiks of Applicants* last Response pointed out dial the basis for the §1 12 rejection in the 
prior Office Action was noa clear. The §1 12 Te)ection as set forth on pages 2-3 of the present 
Office Action ia a (&eet copy of text from the § 1 12 T^ection in tiie prior Office Action. Then, 
on pages 4-S» the present Office Action ofifers more than a page of new text that basically seeks 
to fill in the gaps and defects in the §1 12 rgection as presented on pages 2-3. The text on pagra 
4-5 goes well beyond the boundaries of the ori^nat rejection, end raises new §1 12 issues that 
were not encompassed by (he orl^oal r^ectlon. (Pox example, in lines 3-6 on page 5, the Office 
Action discusses a constantly changing **enviionmeatf'> which raises issues that were not even 

2 



PAa4fl5^RCVDAT//27/200511:41:54 AM [Eastern D^^^ 



Haynes and Boone, LLP 7/27/2005 10:43 PAGE 5/25 Richardson 



Af^. No. 09/762,^1 Attorney DockatNo. RR2606 (2217L240) 

Reply to OfRca Action ofMiry 31, 2005 CurtamerNo. 27683 

REMARKS 

Qaimfl 4, 6-12 and 14-21 are present in ibm application. In view of the remarks that 
follow» Applicants respectfully request reconsidetaticm of the application* 

Allowable StfbiTCt Matter 

Noted with appreciation is the indication in the Office Action that Claims 9, 1 2, 1 4 and 
16-21 have been allowed. 

PrematiH^yinaga 

Applicants respectfully traverse the finaHty of the Offi More qsecifically, 

MPEP 706.07(&) specifies that an Office Action shall not be final: 

where the examiner introduces a new ground of rejection that is 
neither necessitated by applicant's smeodmeat of the claims nor 
based on information submitted in an information disdosure 
statement filed during the period set forth m 37 CFR 1 .97(c) with 
the fbe set fbrth in 37 CFR M7(p), 

The remaiks of Applicants' last Response pointed out that the basis for the §1 12 rgection in the 
prior Office Acdon was not clear. The §112tt)ectionassctforthonpages2-3Qfthepresait 
Office Action is a (fisect copy of text &om the § 1 12 iqection in the prior Office Action. Then, 
on pages 4-S» the present Office Action offers more than a page of new tnt that bt^ 
to fill in the gaps and defects in the §1 12 rejection as presented on pages 2-3. The text on pagra 
4-S goes weU beyond the boimdariesoftfaeorigmal rejection, end raises new §112 issues ttert 
were not encompassed by Oie orij^nal rejection. (For exconplei in lines 3-6 on page 5, the Office 
Action discusses a constantly changing ^'environment^', which raises issues that were not even 
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Reply to Office AotiotiofMay 31, 2005 CiutomarNo. 27693 

remotely encompassed by tiie original § 1 1 2 rejection). Considering the Office Action as a 
whole* the §1 12 rejection constitutes not only the material with gaps and defects on pSiges 2<*3y 
but also the material on pc^es 4-5 that seeks to cure the gqw and defects* and that raises new 
issues. The new issues constitute new grounds of rejection that were not necessitated by any 
amendment or by any inibimation submitted in an inibimation disclosure statement. 
Accordingly, pursuant to MPEP §706«07(aX these new grounds of rejection under § 1 12 prevent 
the present QfiBce Action fixmi properly being designated as a final rgection. It is therefore 
respectfully submitted that fhe finality of the Office Action is not proper, and must be withdrawn. 

Second Paragraph of 35 U.S.C. §112 -Claims 4 and 15 

The Office Action rgected Claims 4 and 15 as indefinite under fhe second paragraph of 
35 U.S.C. §1 12. On page 4, the Office Action explains the asserted problem in Claim 4 with the 
fbllowit^ question: 

If ^o ARQ block includes any tail bits^, how can *^hysical layer 
fi!ame includes multiple tail bits'* when the "physical layer fiame" 
includes the [sic] ARQ block". 

The simple answer to this question is tfiat although Claim 4 specifies that the physical layer 
fiame includes ARQ blocks, Claim 4 does not Sjpedty that fhe physical laya frame includes on\y 
ARQ blocks. The recited tail bits can be in a portion of the physical layer frame other than the 
ARQ blocks. 

Turning to Claim 1 5, page 4 of the OfiGoe Action explains the asserted pnrf>lem in 
Claim 1 5 with die fbllowing question: 
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KiDOtely encompassed by tite original §112 xejecttan). Considering the Office Acdon oa a 
whole, the §1 12 r^ection oonstitutes not only the material with gaps and defects on pages 2'*3, 
but also the material on pages 4-S that sedcs to cure the gjap^ and defects^ and that raises new 
issues. The new issues constitute new grounds of rejection that were not necessitated by any 
amendment or by any information submitted in an infeimadon disclosure statement. 
Aocordinglyy pursuant to MPEP §706«07(a)» ^wse new grounds of rejection under § 112 prevent 
the present QfiSce Action fixmi properly being designated as a final rqectioni It is ttiereforo 
respectfully sidmiitted that the finality of the Office Action is not proper, and must be withdrawn. 

Second Paragraph of 35 U.S.C, §1 12 - Claims 4 and 15 

The Office Action rqected Claims 4 and 1 5 as indefinite under the second paragraph of 
35 U.S.C, §1 12* On page 4, flie Office Action explains the asserted problem in Claim 4 with the 
fioUomx^ question: 

If ^o ARQ block includes any tail bits^, how can 'physical layer 
fi!ame includes multiple tail bits'* when the ''physical layer fiame" 
includes the [sic] ^ ARQ block". 

The sinqile answer to this question is that although Claim 4 specifies that the physical layer 
fiame includes ARQblockSi Claim 4 does not speti^flfiat the physical layer frame includes onjof 
ARQ blocks. The recited tail bits can be in a portion of the physical layer frame odter than the 
ARQ blocks. 

Turning to Claim 15> page 4 of the OfiBce Action explains the asserted problem in 
Claim 1 5 with (he tbllowing question: 
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Same reasoning for Claim IS, how can the "overhead bite . . « no 
tail bits** ^en ''fiame structure** includes the overiiead bits with 
^^Mndfid tail bits. 



Hie simple answer to this question is that Claim 1 5 recites that the frame structure includes 
ovezhesd bits, that the overhead bits include CRC bits, and that tail bits are appended to the 
frame structure* That ia^ tbe ovofaeadbits can be within fte frame structure, and the tail bits can 
be external of and appended to die frame structure. There is no inconsistency in these limitations 
from Claim IS. 

For these reasons, it is respectfully submitted that Claims 4 and IS are entirely definite 
and in full compliance with die second paragraph of §1 12, and notice to that effect is respectfully 
requested. 

Second ParagniDh of 35 U,S,C. 81 12 - Claims 7, 10 and 1 1 

The Office Action rejected Claims 7, 10 and 1 1 under the second paragrqA of 35 U.S.C. 
§tl2 as indefunte. In a recrat prior Of&ce Action , the Examiner asserted that these claims recite 
certain ftanctions, but diat they do not recite stmcture for perfbmung these functions, which are 
the functions of being '^responsive to the environment for producing a relatively high througlq;7Uf ' 
in Claim 7, being '^modifiable to balance requirements for data transmission and voice 
transmission** in Claim 10, and being '"modifiable to promote efflcient operation depending on a 
wireless environment" in Claim 1 L In reply» the remarks of Applicants* last Response pointed 
oiit that Claims 7, 10 and 11 each recite ''a node"* that perfbrms the respective function* 

In the paragraph that bridges pagies 4-5. die present Office Action states that Claims 7, 10 
and 1 1 each recite that die "^de"^ performs the function of transmitting wireless signals, and 
then asserts that, if Applicants are correct, these claims are each improperly specifying that the 
recited **node" performs two different functions. There are two problems with the Examiner*s 
assertion. The first problem is that the recited functions in each daim are not separate and 
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Same reasoning for Claim 1 5, how can the ''overhead bits. . .no 
tail bits'* A)^en '"frame structure** includes the overfiead bits with 
appended tail bits. 

Hie simple answer to this question is that Claim 1 5 recites that the fiiame structure includes 
overfieod bits, lhat the ov^head bits include CRC bits; and that tail bits are ^ipended to fhe 
frame etructure. That i$, Qie oveifaeadbits can be within iw frame structure» and the t^dl bits can 
be external of and iq>pended to die frame structure. There is no inconsistencj^in diese Itniitations 
from Claim IS. 

For these reasons, it is respectfully submitted that Claims 4 and 1 5 are entirely definite 
and in full compliance wifh l)ie second paragraph of §1 12» and notice to ttiat effect is respectfully 
requested. 

Second Paragraph of 35 U.S.g. 8112 - Qlfm^ 7. 10 flOd 1 1 

The Office Action rejected Claims 7, 10 and 11 under the second paragra]^ of 35 U.S.C. 
§1 12 as indefiiute. In a recent prior Office Action p the Examiner asserted that these claims recite 
certain functions, but that they do not recite stntctune for perfbnning these functions, which are 
the functions of being 'Vesponsive to the envinmment for producing a relatively high throughput" 
in Claim 7, being "modifiable to balance requirements for data transmission and voice 
transmission** in Claim 10, and being ''modifiable to promote efficient operation depending on a 
wireless environment" in Claim I L In reply» the remarks of Applicants* last Response pointed 
out that Claims 7, 10 and 1 1 each recite node"* that perfbrms the respective function* 

In the paragraph that bridges pages 4-5, the present Office Action states that Claims 7, 10 
and 1 1 each recite that the "^de*^ performs ttie f\mction of transmitting wireless signals, and 
then asserts that, if Applicants are correct, these claims are each improperly specifying that the 
recited ''node'' performs two different functions. There are two problems with the Examiner*s 
assertion. The first problon is that the recited functions in each claim are not separate and 
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independent functionSp In particular, in Claim 7, the function of being ^responsive to the 
environment for producing a relatively hi^ throughput" is part of the recited function of 
transmitting wireless signals. In Qatm 10^ the function of being "^modifiable to balance 
requirements for data transmission and voice transmission" Is part of the recited function of 
transmitting wireless signals. In Claim 1 1 , the function of being "modifiabte to promote efficiem 
operation depending on a wireless environment" is part of Ae reched fimction of transmitting 
wireless signals. The second problem with the Examiner's position is that, even if the two 
functions in each claim did happen to be separate and independent functions, there is no rule 
preventing a claim fiom reciting that a single element performs two functions. In fact, if a single 
element performed two different fonctions, and if a claim attempted to recite a first element for 
performing one function and a second dement for performing the other function (as proposed by 
the Examiner), th«i the daim would be improper under MPEP §2173.QS(o) for double inchjsion. 

Still refiarring to the limitations "Vesponsive to the environment for producing a relatively 
high throughput" in Claim 7. "modifiable to balance requirements for data transmission and 
voice transmiasion" in Claim I0» and ''modifiable to promote efficient operation depending on a 
wireless environment*' in Claim 1 1, the paragrq>h bridging pages 4-5 of the Office Action asserts 
that these limitations are: 

mm functional limitations because it [sic] defines something by 
what it does rather than by what it is (e.g. by its specifio structure) 
seeMPEP2173,05(g). 

Apparently, the Examiner believes that it is iK>t pn^>er for these claims to use a flmctional 
limitation to define the redted node by what it docs. However* the Examiner's position is 
contrary to law, and also contrary to the PTO's position. More specifically, tfie Examiner cites 
language from MPEP 21 73.05(g}» but the Examiner takes that language out of context, because 
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indepmdent fimctionB, In particular, in Claim 7, the function of being "^responsive to the 
environment for producing a relotiveiy higjh throughput" is part of fhe recited function of 
transmitting wireless signals. In Qatm 10, the function of being ''modifiable to balance 
requirements for data transmission and voice tranamission" is part of the recited fhnction of 
transmitting wireless signals. In Claim 1 1 , the function of being "modifiable to promote efficiem 
operation depending on a wireless environment" is part of ^e recited function of transmitting 
wireless signals. The second i»oblem with the Examiner's position is that, even if the two 
functions in each claim did happen to be separate and independent fimctions, there is no rule 
preventntg a daim fiom reciting that a single element perfbrms two functions. In fact, if a single 
element perf o r med two different functions, and if a claim attempted to recite a ftrst element for 
perfbiming one function and a second dement for performing the other function (as proposed by 
the Examiner), then the daim would be improper under MPEP §2173.05(o) for double inclusion. 
Still ref^ng to the limitations "^responsive to the environment for producing a relatively 
high throughput" in Claim 7« "modifiable to balance requirements fbr data transmission and 
voice txansmission" in Claim 10» and ''modifiable to promote efficient operation depending on a 
wireless environment" in Claim 1 1, the paragnqdi bridging pages 4-S of the Office Action asserts 
that these limitations are: 

mm functional limitations because it [sic} defines something by 
what If does rather than by what it is (e.g. by its specific structure) 
see MPEP 2173.05(e). 

Apparentty, the Examiner bdieves that it is not jmper for these daims to use a functional 
limitaticm to define the red ted node by what it does. However, the Examiner's position is 
contrary to law, and also contrary to the PTO*s position. More specifically, ihn Examiner dtes 
language bom MPEP 2173.05(g), but the Examiner takes that language out of context, because 
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MPEP §2l73.05Cg) actually supports Applicants* position. Jn paiticulBr, the provisions of MPEP 
§2173.05(g)9tatotha(l; 



A functional limitation is an attempt to define some&iingby 
what it do6B» rather than by what it is (e.g., as evidenced by its 
specific structure or specific ingredients). There is nothing 
inhcicntly wrong with defining some part of an invention in 
functional tenns. Functional language does not, in and of itself« 
render a claim improper. In re Swinehart^ 439 F,2d 210> 169 USPQ 
226 (CCPA 1971). 

A functional limitation must be evaluated and coasidenedy 
Just like any other limitation of the claim, for what it fairly conveys 
to a person of ordinary siciU in the pertineat art in the context m 
v^ch it is used 

In a claim that was directed to a Idt of component parts 
capable of bebig assembled, flie Court held that limitations such as 
'^nembers adapted to be positioned" and "portions . . , being 
resiliently dilatable whereby said housing may be slidably 
positioned" serve to precisely define present structural attributes of 
interrelated component parts of the claimed assembly, bx re 
Venezia, 530 F.2d 936, 189 USPQ 149 (CCPA 1976). 



In other words, the PTO*s official position is that a process limitation or fUnctiotial limitation can 
in fact be used to imperly define structure of an qsparatus. This is precisely what Applicants 
have dom in the functional limitations used in Claims 7, 10 and 11. It is therefore respectfully 
submitted that there is nothing improper or indefinite with Applicants' use of fUnctiotial language 
to define structure in Claims 7» 10 and 1 L 
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MPEP §2l73.0SCg) actually supports Applicants' position. In particular, the provisions of MPEP 
§2173.05(g)8talothat; 



A functional limitatiom is an attempt to define someftingby 
what it does^ rather than by what it is (e.g., as evidenced by its 
specific stnzcture or specific ingredients). There is nothing 
inherently wrong with defining some part of an invention in 
fimctional tenns. Functional language does not, in and of itself^ 
render a claim nnpropor. In re Swlnekart, 439 F,2d 210> 169 USPQ 
226 (CCPA 1971). 

A fimctional limitation must be evaluated and considered^ 
just like any other limitation of the claim, for what it fairly conveys 
to a person of ordinary sIciU in the pertinent ait in the context in 
\^*ch it is used 

In a claim that was directed to a Idt of component {»rts 
capable of being a^embled, the Court held that limitations such as 
'Members adapted to be position^" and "portions , . , being 
resilioitly dilatable whereby said housing may be slidably 
positioned" serve to precisely define present structural attributes of 
interrelated component parts of the claimed assembly. In re 
Venezia, 530 F.2d 956. 189 USPQ 149 (CCPA 1976). 



In other words, the PTO*s official position is that a process limitation or functiotial limitation can 
in fact be used to property define structure of an q>paratus. This is precisely what Applicants 
have dom in the functional limitations used in Claims 7, 10 and 11. It is therefore respectfiilly 
submitted that there is nothing improper or indefinite with Applicants' use of functional language 
to define structure in Claims 7» 10 and 11. 
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In fho pamgiBph that bridges pages 4*5, the Office Action also adsertd (hat the indicated 
functional language in Claims 7, 10 and 11 is indefinite because it sets no boundaries^ in that a 
recited "environment" is always changing. However, Claim 10 does not mention an 
^^en^dnmmenf^, and the assertion is thus meaningless as to Claim 10. As to Claims 7 and 1 1^ and 
even assumta^ ttaet an environment is consttamVy cbanging, there is no dear indication in the 
Office Action of why a changing environment mi^t possibly render these claims indefinite. 
Claims to electrical circoits often recite thaft the drcuit is responsive to an ir^iut signal (trom 
some CQvironmEQtX and while the input signal can be constantly changiT^g, that does not mean 
that the claimed circuit is indefinite. H is respectfully submitted that the refercDce to an 
'^environment^ in Claims 7 and 1 1 does not automatically render these claims indefinite. If the 
Examiner believes that there is a valid problem associated with use of the word "environment** in 
either of Claims 7 and 1 1, the Examiner should issue afiirther Office Action with anew ground 
of rgection that explains in significantly more detail why Claims 7 and U might possibly be 
conridered indefinite if ihe lecited **environme»f ' happens to change. 

For the various different reasons discussed above^ it is respectfully submitted that 
Gaims 7, 10 and U are oitirely definite and are in full compliance with the second paragraph of 
§112, and notice to that effect is respectfully requi^ted. 

Altowabintvofriitim^a a in.}) is 

As discussed above. Claims 4, 6, 10-1 1 and 15 were rejected under §1 12. However, for 
reasons discussed above^ Claims A, 6, 10-11 and IS are believed to be in compliance with §112. 
Therefore, and since these claims are not subject to any rejection on the merits, these claims are 
believed to be allowablei^ and notice to that effect is respectfully requested. On page 6, the Office 
Action specifically adcnnwledges that Claim 1 5 recites patentable subject matter^ and it i$ 
respectfully submitted that the same is also true as to Claims 4, 6 and 10-11, 
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In fbo pamgraph that bridges pages 4-5, the Office Action also asserts that the indicated 
functional language in Claims 7,10 and 1 1 is indefinite because it sets no boundaries, in that a 
recited "environment" is always changing* However, Claim 10 does not mention an 
*'en>dronment^^ and the assertion is thus meaiungless as to Claim 10. As to Claims 7 and 1 1, and 
even assumdn^ tiiat an environment is consftantVy ditmgtng> there is no ctear indicaction in the 
Office Action of why a changii^ envifonment raififht possibly remler these claims indefinite. 
Claims to electrical circuits often recite thai the circuit is responsive to an inpivt signal (from 
some environment)^ and while the input signal can be constantly changing, that does not mean 
thai the claimed circuit is indefinite. It is respectfuity submitted that the reference to an 
^^environment^ in Claims 7 and 1 1 does not automatically render these claims indefinite. If the 
Examiner believes that there is a valid problem associated with use of the word "environment** in 
either of Claims 7 and 11, the Eximuner should issue a fizrther Office Action with anew ground 
of rgection tteA explains in significantly more detail why Claims 7 aikd 1 1 might possibly be 
cDi^dered indefinite if tiie recited ^^environment" happens to change. 

For the various different reasons discussed above^ It is req)ectflilly submitted that 
ClaimsTy 10 and 11 are entirely definite arid are in fuU compliance witii the second paragraph of 
§1 12. and notice to that effect is respectfiilly requested. 

AllQwabintvQfni*;m^^ A 2M1 and 15 

As discussed above, Claxim 4, 6, lO-II and IS were rejected under §112. However, for 
reasons discussed abovQ, Claims 4, 6» 10-1 1 and 15 are believed to be in compliance with §1 12. 
Therefore, and since these claims are not subject to aqy rejection on the merits, tii^ claims are 
believed to be allowable!, and notice to that effect is respectfully requested. On page 6, the Office 
Action spedficaUy adcoowledges that Claim 15 recites patentable subject matter, and it is 
respectfully submitted that the same is also true as to Claims 4, 6 and 10-11, 
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Clflimg 7 16, and 35 U.S.C. glQ2 

The Office Action rejects Qaims 7 and 8 under 35 U.S.C. §102, on fhe ground that they 
are each anticipated by Jayapalan U.S. Patent No. S»S33,019. Those grounds of rejection are 
respectfully traversed, for the fbllowing reasons. The PTO specifies in MPEP $2131 that, in 
order for a refimnce to anticipate a claim under §102, the reference must teach each and every 
element redted in the daim. 

With respect to Claim 7, the Office Action notes fhat Claim 7 recites "a node of a spread 
spectrum wireless networlc", and then states that this limitation is deemed to be an indication of 
intended use and therefore will be given no patentable wei^. To the extent the Examiner 
considers the words "spread spectrum" to be a statement of intended use that is not entitled to 
patentable weig^, die Examiner is essentially saying fhat the words ^'spread spectrum" are 
superfluous and fhus Aould never appear in any apparatus claim. Applicants respectfully 
disagree. In this regard, it is noted that Examiner Lee has previously examined and issued U.S. 
patents having claims that contain the words **spread spectrum", for example U.S. Patent Nos. 
6,738,448 azxl 5,940,379. In fiict, a brief seaidi of the patent database at the U.S. Patent OfHce 
Web site shows that, over the past 30 years, the U.S. Patent Office has issued more than 2600 
U.S. Patents that have claims containing the words "spread spectrum". Applicants respectfully 
submit thai; in most or all of these 2600 patents, the words "spread spectrum" were not ignored 
on the theory fhey oonsdtute a statement of intended use» but were jnopeily ffvcn patentable 
wei^t. 

Moreover, Applicants previously explained that fhe notation of node of a spread 
spectrum wireless network" is an integral part of the body of Claim 7 and ig in fbct a recitation of 
structure, and therefim must be given patentable weigjit. On page 5 of the jmsent Office Action, 
the Examiner rq)Iies by citing a Pitney Bowes court decision for (he proposition that the words 
"spread spectrum'' in Claim 7 can be ignored because: 
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The Office Action rejects Claims 7 and 8 under 3S U.S.C. §102, on the ground that they 
are each anticipated by Jayapalan U.S. Patent No. S|S33,019. These grounds of rejection are 
respectfully traversed* for the foliowing reasons. The PTO specifies in MPEP §2131 that, in 
order for a reference to anticipate a claim under §102, the reference must teach eadi and every 
element redted in tihe claim. 

With respect to Claim 7» the Office Action notes that Claim 7 recites "a node of a spread 
spectrum wireless network", and then states that this limitation is deemed to be an indication of 
intended use and therefore will be given no patentable weig^* To the extent the Examiner 
considers the words "spread spectrum" to be a statement of intended use that is not entitled to 
patentable weig^, the Examiner is essentially saying that the words ^'spread spectrum" are 
superfluous and thus should never appear in any apparatus claim. Applicants respectfully 
disagree. In this regard, it is noted that Examiner Lee has previously examined and issued U.S. 
patents having claims that contain the words ^spread spectrum**, for example U.S. Patent Nos. 
6»738,448 and 5,940,379. In &ct, a brief seaidi of the patent database at the U.S. Patent Office 
Web site shows that, over the past 30 years, the U.S. Patent Office has issued more than 2600 
U.S. Patents that have claims containing the words ''spread spectrum". Applicants respectfully 
»ibnut tha^ in most or all of these 2600 patents, the words "spread spectrum" were not ignored 
on the dieory fhey constitute a statement of intended use, but w«e ptopeAy given patentable 
wei^t. 

Moreover, Applicants previously explained that the notation of "a node of a spread 
spectrum wireless netwoilc" is an integral part of the body of Claim 7 and is in fbct a recitation of 
structure, and therefore mist be given patentable weight. On page 5 of the jnesent OfiSce Action, 
the Examiner replies by citing a Pitney Bowes court decision for the proposition that the words 
"spread spectrum" in Claim 7 can be ignored because: 
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spread qsectnun does not "give Kfe, and meaning and vitality to a 
claim" because 6]>tetKi spectrum is not Tequired in die body of the 
ctoiin. 

However, the Pitney Bowes decision does not apply to the present situation. In paxticul&r> the 
Ptin^ Bofwes decision is discussed in MPEP §21 H «02p and Pitney Bowes and MPEP §21 1 1 .02 
both deal with the issue of whether language in a claim preamble should be given patentable 
weight. In Applicants* Claim 7, the preamble is "An apparatus comprising", and everything after 
that i»eamble comtitutes the body of Claim 7, including the words "^spread spectrum**. While 
Pitney Bowes and MPEP §21 1 1 *02 allow an Examiner to ignore wi»ds in a nreamble under 
certain druumstanoes* they do not allow an examiner to ignore any words in the body of a claim 
under any drcumstances. Accordingly, it is respectfully submitted that the words ^'spread 
spec^nim** in the body of CIdm 7 must be teicen into account. The Office Action also asserts that 
"spread spectrum wireless network" in Claim 7 is a recitation of an intended use. Applicants 
respectfully £sagree. The recitation in Claim 7 of ^^a node of a spread spectrum wireless system^ 
is a clear recitation of structure that is a part of ^ claimed "apparatus", rather than a statement 
of an intended use for the claimed apparatus. Consequently, fMsHmitationcamKyt be Ignored on 
the dieory that it is a statement of intended use. The Office Action concedes on page 5 that 
Jayapalan does not teach a wireless system that is ^'spread ^ectrum'\ Therefore, Jayapalan does 
not anticipate Claim 7 under §102. because Jayapalan does not disclose each and every element 
recited in Claim 7, as required by MPEP §2131. 

A different issue is ftat Claim 7 expressly recites that ^he number of ARQ blocks is 
responsive to the environment for producing a relatively high throughput", and Claim 8 expressly 
recites that "die number of ARQ blocks is responsive to wliether the information is voice or 
dBta**. In regard to these limitations, the present Office Action asserts that: 



9 



PAa 18Q5 * RCVD AT 7/27/20D5 11:41:M AM [Eastern DayOght Tim 



Haynes and Boone. LLP 7/27/2005 10:43 PAGE 19/25 Richardson 



At^. Na 09/763.991 AttDnsy Dotkel No. RR2606 (22nU40} 

RcpIytoOffiwAirticmofM*y3I,2005 Ctartomer No. 27583 

spread q^ectmm does not "give Kfet and meaning and vitality to a 
daim" because qmad spectnxm k not lequired in die body of 
claim. 



However, the Pitney Bowes decision does not apply to the presoit situation. In particular, the 
Pim^ Bowes decision is discus^ in MPEP §21 1 1 .02, and Pitney Btrms and MPEP §2 1 H .02 
bo A deal with the issue of whether language in a claim preamble should be given patentable 
wdght. In Applicants* Claim 7, the preamble is "An iqpimratus comprisbg". and everything after 
that imamble coi^titutes the body of Claim 7, including the words "spread spectrum**. While 
Pitney Bowes and MPEP §2111 .02 allow an Examiner to ignore viosdA in a ureamhle under 
certain circumstanoes, ihey do not allow an examiner to ignore sny words in the body of a claim 
under any circumstances. Accordingly, it is respectfully submitted tiiat the words "spread 
spectrum'* in the body of Claim 7 mttst be taicen into account. The Office Action also asserts that 
"spread spectrum wireless network*' in Claim 7 is a recitation of an intended use. Applicants 
respectfidly ^sagrce. The recitation in Claim 7 of ^^a rwde of a spread spectrum wireless system"^ 
is a clear recitation of structure that is a part of fte claimed ''apparatus", rather than a statement 
ofan intended use for the cHaimedapparatas. Consequenctly, this Krnit&don cannot be Ignored on 
the theory that it is a statement of intended use. The Office Action concedes on page S that 
Jayapalan does not teach a wireless system that is "spread spectrum'\ Theiefore, Jayapalan does 
not anticipate Gaim 7 under §102, because Jayapalan does rK>t disclose each and every element 
recited in Claim 7, as requnvd by NfPEP §2131. 

A different issue is ftat Claim 7 expressly recites that '^e numbtr of ARQ blocks is 
responsive to the environment for pioductng a relatively high throughput", and Claim 8 expressly 
recites that "die number of ARQ blocks is responsive to v^ther the information is voice or 
dsta^ In regard to these limitations, the present Office Action asserts that; 
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while [an] apparatus may be recited either structurany or 
funetionBlIy» claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function atone 
(See In re Swinehart. 169 USPQ 226 iCCPA I97I). 

This passage fiom the Office Action cites the court decision of In re Swinehart in support of the 
Examiner's position. However, the decision of In re Swinehart actually stands for the exact 
fiBDfi&iiS of the Examiner's position. More specifically, the Swinehart case involved a situation 
where an examiner conceded fhat functional language in means-plus-fimcdon fimnat was entitled 
to be given patentable weighty but the examiner asserted that he could ignore functional language 
that wa8 not in means phis function fbimat. The PTO backed the exttminer» took the issue to 
court, and lost, hi particular^ the Court ruled that the exaimmer and the FTO were boih wrong. 
Cons^uently, $ince the PTO is legally reqmred to follow the Swinehart decision, the FTO now 
oonibrms to that view. For example^ the PTO cit^ the Swinehart decision with favor in MPBP 
g2173.01« and stales that: 

Applicant may use ftmctional language. . . or any style of 
expression or format of claim which makes clear the boundaries of 
the subject matter for which protection ia sought As noted by the 
Court in In Re Swinehart^ 439 F2d. 210, 169 USPQ 226 (CCPA 
1 971), a claim may not be rejected solely because of the type of 
language used to define the subject matter for which patent 
protection is sou^t 

Similar^* MPEP §2173.05Cg) cites the Swinehart decision, and states that: "A functional 

limitation is an attempt to define something by what it does rather than what it is Functional 

language does not, in and of itself render a claim improper". Moreover, MPEP §2114 states 
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while [an] apparatus may be recited cith^ structurally or 
{unctionBUy» claims directed to on apparatus must be distinguished 
finom the jHior ait in temis of structure lather than function alone 
(See In re Swinehart. 169 USPQ 226 (OCPA I97I). 

This passage fiom fhe Office Action cites the court decision of /n rr Swimhart in support of the 
Examiner's position. However, the decision of In re Swinehart actually stands for fhe exact 
fiBBfifiitfi of the Examiner's position. More spcctfically, the Swinehart case involved a situation 
where en exammer conceded that functional language in means-plus-fimcdon ficmnat was entitled 
to be given patentable weight* but the examiner asserted that he could ignore functional language 
that was not in means plus function format. The PTO backed the examiner, took the issue to 
court, and lost. In particular, the Couit ruled that the examiner and ihe PTO were bcl^ 
Consequently, since the PTO is legally required to follow the Swinehart decisioni the FTO now 
oonioTms to that view. For cxnni^e, the PTO cit^ the Swinehart decision with ftvor in MPBP 
§2173.01 « and states lhat: 

Applicant may use fVmctional language. . , orariy styieof 
expression or fbzmat of claim which makes clear the boundaries of 
the subject matter for which protection is sought As noted by the 
Court in In Re Swinehart^ 439 F2d. 210, 169 USPQ 226 (CCPA 
1971), a claim may not be rejected solely because of the type of 
language used to define the subject matter for which patent 
protection is sou^t. 

Similarly^ MPEP §21 73.0S(g) cites the Swinehart decision, and states that: "A fimctionai 
limitaticMi is an attempt to define som^bing by what it does rather than what it is. . . . Functional 
language does not, in and of itself, render a claim improper^. Moreover, MPEP §2114 states 
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that, in an apparatus claim^ "Yeatures of an apparatus may ht recited either structurally or 
ftuictionally". ConsBquently» the Examiner's attempt to rely on Swinekart for the imposition 
that fimctional claim language can be ignored is directly opposite to what the Court actually ruled 
in Swtnekart^ because the Court decided that an examiner is not allowed to ignore any fimctional 
language. The PTO has officially accepted the Court's position. Therefore, although Claims 7 
and 8 of flio imsent application do contain some fimctional laoguage, it is respectfully submitted 
that, under court decisions and PTO policy, this functional language must be given patentable 
weight. To the extent that the present Office Action completely ignored this functional language 
in each of Claims 7 and 8, and ftiled to give it any patentable weight, the Office Action takes a 
position that is contrary to court decisions and also contrary to well-established PTO policy. 

Still refoTing to the re^tation in Claim 7 that "the number of ARQ blocks is r^ponsive 
to the enviromnent fin- producing a relatively high throughput", and the recitation in Claim 8 that 
"the number of ARQ blocks is rraponsive to whether the information Is voice or data", the Office 
Action asserts on page S that these limitations do not mean that the number of ARQ blocks is 
variable. Applicants respectfully disagree* It is respectfully submitted that a person of ordinary 
skill in the art will readily understand fiom these limitations that the number of ARQ blocks can 
vary based on a specified factor. In oontxast, the Jayapatan patent only mentions "ARQ*' twice, 
namely in the first few lines of column 7. Tliis mention of ARQ in Jayapalan is vague and, as 
best understood, does not iiwlude any clear disclosure that the number of ARQ blocks can vary 
on the basis of some specific criteria> much less the specific criteria that is recited in Claim 7 or 
the specific crit^a that is recited in Claim 8, Jayapalan thus does not appear to disclose each 
and every element recited in Claims 7 and 8^ and therefore does not meet the requirement set 
forth in MPEP §2131. Accordingly, it is respectfully submitted that Jayapalan does not 
anticipate Claims 7 and S vaider §102, and notice ^ that effect is respectfully requested. 
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that, in an apparatus claim» ^Yeatures of an apparatus may be recited either structurally or 
functionally". Consequently^ the Examiner^s attempt to re\y on Swinehart for the |»i>pD^tion 
that functional claim langua^ can he ignored is directly opposite to what the Court actually ruled 
in AW^hfiAorr, because the Court decided that an examiner is not allowed to ignore any functional 
language. The PTO has ofGcially accepted the Court's position. Therefore, although Claims 7 
and 8 of the present application do contain some functional laQguage^ it is respectfully submitted 
that, under court decisions and PTO policy, this flmctional language must be given patentable 
wd^t. To the extent that the present OfiBce Action completely ignored this functional language 
in each of Claims 7 and 8, and ftiled to give it any patentable weight* the Office Action takes a 
position that is contrary to court decisions and also contraiy to well-established PTO policy* 

Still referring to the recitation in Claim 7 that "the number of ARQ blocks is responsive 
to the environment for producing a relatively high throughiHit*', and the recitation in Claim B that 
"the number of ARQ blocks is responsive to whether the information is voice or data**, the Office 
Action asserts on page S that these limitations do not mean that the number of ARQblodcs is 
variable. Applicants respectfully disagree. It ia respectfully aubmitt^ that a person of ordinary 
skill in the art will readily understand from these limitations that the number of ARQ blocks can 
vary based on a specified ftcton In contrast, the Jayapatan patent only mentions "ARQ" twice» 
namely in the first few lines of column 7. This mention of ARQ in /ayapalan is vague and, as 
best understood, does not include any clrar disclosure that the rumiber of ARQ blocks can vary 
on the basis of some specific criteria, much teas the ap^fic criteria (hat is recited in Claim 7 or 
the specific criteria that is recited in Claim Jayapalan thus does not appear to disclose each 
and every element recited in Claims 7 and 8^ and therefore does not meet the requirement set 
forth in MPEP §2131. Accordingly, it is respectfully submitted that Jayapalan does not 
anticipate Claims 7 end 8 vmder §102, axvd notice to that effect is respectfully requested. 
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Conduaion 



Based on the foregoing, it is rospectfiilly subtnitted that all of the pending claims are ftilly 
allowable^ and favorable reoonaideration of thift qipHcation is respectfully requested. If the 
Examix^ believes that exandnation of the present application may be advanced in any way by a 
teLq)hone confbeiice, the Examiner is invited to telephone fhe undersigned attorney at 
972-739-8647. 

Although An>Iscants bdttve that no additional fee is due, the Commissioner is hereby 
aathorized to charge any fee required by this paper* or to credit any overpayment, to Deposit 
Account No. 08-1394 of Haynes and Boone^ LLP, 



Date: My27»2005 

HAYNES AND BOONE. LLP 
9Q1 Main Street, Suite 3 100 
DaHas, Texas 75202-3789 
Telephone: (972) 739-8647 
Facsimile: C214)20(M)8S3 
FUe: 22171,240 

Enclosure: None 

Rpn0328.i 
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Respectfully submitted* 



T. Murray jMnl 
Registrati^p^o 
(972) 739-8647 
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Condufliott 



Based on the foregoing* it is rospectflilly submitted that all of the pending claims are fully 
allowable^ and firvorable reoonuderation of thift qipHcation is respectfully requested. If the 
Examiner bdievra that examination of the present application may be advanced in any way by a 
telephone conference* the Examiner is invited to telephone the undersigned attorney at 
972-739-B647. 

Although Applicants bdieve that no additionai fee is due, the Commissioner is hereby 
audiorized to diarge any fee required by Oiis paper, or to credit any overpayment, to Deposit 
Account No. 08-2394 of Haynes and Boone^ LLP. 



Date: July 27, 2005 

HAYNES AND BOONE, LLP 
901 Main Street, Suite 3 100 
Dallas, Texas 75202-3789 
Telephone: (972) 739-8647 
Facsimile: ^14)2000853 
FUe: 22171,240 

Enclosure: None 



Respectfully submitted. 



T, MunaySMiu 
Registrati^pftTo 
(972) 739-8647 
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